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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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! Application for patent filed April 8, 1993. According to
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tion 08/ 011,610, filed February 1, 1993.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's
final rejection of clains 1 through 16 and 18, which are all of
the clains remaining in this application. Caim 17 has been

cancel ed.

Appellant's invention relates to an inprovenent in a
"springer fork" for a bicycle and, nore particularly, to a kit
i ncl udi ng such an inproved fork which is used for safely
converting a standard bicycle having a springer fork to a "l ow
rider" style bicycle with a nodified springer fork. According to
appel lant's specification (pages 1-2), "[nlaking a | ow rider
i nvol ves giving the bicycle a |onger and | ower | ook" wherein it
is the specially bent fork "that principally contributes the
| onger and |l ower | ook that defines a lowrider." As noted in
t he paragraph bridging pages 3 and 4 of the specification one
very popul ar type of fork for lowriders is the "springer fork,"
whi ch was originally made by Schwinn. It is also indicated
t hat

[t]o convert the springer fork to a |ow rider
fork, the common practice is to bend the fork



Appeal No. 96-0324
Appl i cation 08/ 045, 747

by heating it with a torch, and then send it
out to be plated. The result is an unsafe
fork that may coll apse, a bicycle frane that
is lowered to the point that the pedal s may
hit the ground, and a high price when the
cost of bending and plating is included.

Appel lant' s i nprovenment over the prior art springer
fork is set forth and briefly explained in the specification at
page 4, line 29 through page 5, line 14, as foll ows:

I n accordance with the present invention,
the low rider springer fork is nmade by
bending a 26 inch fork to make a 20 inch
curved fork. The bending is done cold, that
is, without heating the fork and w thout
damagi ng the chronme plating. The fork is
bent into a smooth curve having about a six
inch bending radius. The bend is slightly
| ess than a ninety degree bend, and is in the
range of about 70 degrees to about 80
degr ees.

Struts that are normally a part of the
springer fork are shortened to accommodate
the change froma 26 inch fork to a 20 inch
curved fork. This bend gives the appearance
of a low rider wthout bringing the pedals
closer to the ground. No re-chromng is
necessary, and there is no buckling of netal.

The low rider springer fork is used with a
standard 20 inch wheel and a standard 20 inch
fender. A threaded fastener is affixed to
the bottom of the steer tube for fastening
the fender. A long screw nmay be passed
through a hole in the fender and into the
t hreaded fastener in the bottom of the steer
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tube. An angul ated washer may be used to

accommodate the curvature of the fender to

the head of the screw. A two inch section of

hol | ow chronme tubing may be used to hide the

screw t hreads.

Clains 1, 7 and 18 are representative of the subject
matter on appeal and a copy of those clainms, as reproduced from
t he Appendi x attached to appellant's brief, is appended to this

deci si on.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Cl ark 1, 995, 796 Mar. 26, 1935
Schwi nn 2,160, 034 May 30, 1939
Moul t on 3,208, 767 Sept. 28, 1965
Smith 4,037, 855 July 26, 1977
Ceor gi ev 4,480, 848 Nov. 6, 1984
| saac 4, 565, 383 Jan. 21, 1986
Ful | er 5,165, 712 Nov. 24, 1992

Clains 1, 2, 7 and 8 stand rejected under 35 U S. C

8 102(b) as being anticipated by Smth.

Clains 3 through 6 and 9 through 16 stand rejected
under 35 U.S.C. 8 103 as being unpatentable over Smth in view

of dark, |Isaac and Full er.
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Clains 1 through 6 stand additionally rejected under
35 U.S.C. §8 103 as being unpatentable over Smth in view of

CGeorgiev, Multon, dark and I saac.

Clains 7 through 16 and 18 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Smth in view of
Ceorgiev, Multon, Cark and |Isaac as applied to clains 1-6

above, and further in view of Schw nn.

Reference is made to the exam ner's answer (Paper
No. 11, mailed January 24, 1995) for the exam ner's conplete
reasoni ng in support of the above-noted rejections. Appellant's
argunments thereagainst are found in the brief (Paper No. 10,
filed Novenber 1, 1994) and in the reply brief (Paper No. 13,

filed March 23, 1995).

OPI NI ON
I n reaching our conclusions on the issues raised in
this appeal, we have carefully considered appellant's
specification and clains, the applied prior art references and

the respective viewooi nts advanced by appell ant and the exam ner.
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As a consequence of our review, we have nmade the determ nation

that the exam ner's respective rejections of clains 1 through 16
and 18 under 35 U.S.C. § 102 and § 103 will not be sustai ned.

Qur reasons follow. In addition, pursuant to our authority under
37 CFR 8 1.196(b), we have also decided to enter a new rejection
of appealed clains 7 and 8 under 35 U. S.C. 88 102(b)/ 103 based

on the Schwi nn patent which is of record in the application.

Li ke appellant (brief, pages 6-8), in review ng the
examner's rejection of claims 1, 2, 7 and 8 under 35 U S.C
8§ 102(b) based on Smith, we note that Smth clearly does not
i nclude "tubul ar furcations"” as required in independent clains 1
and 7. The exam ner's position (answer, page 9) that "[Db]ecause
t he disclosure of Smth is silent as to elenent 17, Smth is
capabl e of having a tubular configuration,” and that appellant's
Jepson-format claim1 "attests to the conventionality of tubular
furcations . . ." is of no nonent given that the rejection under
review i s based on anticipation under 35 U S.C. §8 102(b) and
not obvi ousness under 35 U. S.C. § 103. An anticipation under
35 U S.C 8 102(b) is established only when a single prior art

reference discloses, either expressly or under principles of
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i nherency, each and every el enent of a clainmed invention. See

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d 1440,

1444, 221 USPQ 385, 388 (Fed. Gir. 1984).

As a further point, we note, as appellant has, that

Smth al so does not include a teaching or disclosure of the

"struts" set forth in claiml1, and clearly does not have the bend
that extends the furcations in a forward direction "located in
the lower half of said furcations" as set forth in dependent

clainms 2 and 8 on appeal .

Wth further regard to i ndependent claim1, we nust
agree with appellant that there is no disclosure whatsoever in
Smith of providing a bend in the |lower |inbs of the furcations of
a bicycle fork that extends said furcations in a forward
direction and "converts a long fork to a twenty inch fork," as
set forth in the claim Based on appellant's disclosure, it is
clear that this [imtation requires a long fork (i.e., a 26 inch
springer fork) that is subsequently provided with a bend at a

| ocation in the lower |inbs of the furcations to thereby convert
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said long fork into a 20 inch curved fork that is usable on a
stock 20 inch bicycle frane with 20 inch wheels on the front
and rear, and which provides the illusion of a | onger and | ower,
| ow-rider |ook, but maintains the sane standard safe ground

cl earance of the frane and the pedal s as existed before the
specially bent fork was added thereto. Note particularly,

page 4, lines 6-10, lines 17-19 and |ines 29-30; page 5,

lines 3-6; page 8, lines 15-20; and page 11, lines 10-12 of

appellant's specification. Gven that there is no disclosure in
Smth which addresses the structural limtation of claim1l
concerning converting a long fork to a twenty inch fork, we fail
to see how Smth can be said to anticipate the invention as

defined in appellant's claim1l on appeal.

Wth further regard to i ndependent claim?7, we are in
agreenent with appellant’'s argunent on pages 6-7 of the brief
that the term"springer fork"” is a standard termin the bicycle
art which woul d be recogni zed by one of ordinary skill in the art
as identifying the type of fork assenbly shown generally in

appellant's Figure 6 and in the Schwi nn patent cited and applied
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by the exam ner, and not as being susceptible to a broad
construction that woul d be readabl e on the sinple shock absorbing
bicycle front end seen in Smth. Appellant's own specification
(at page 3, lines 29-31) supports the argued construction of the
term"springer fork"” by indicating that the "springer fork" was
originally made by Schw nn and that other manufacturers are
presently manufacturing a replica of the Schw nn springer fork.
G ven the art-recogni zed understandi ng of what constitutes a
"springer fork," it is clear that Smth does not teach or

di scl ose such a structure and cannot be said to anticipate under
35 U S.C 8 102(b) the "springer fork lowrider kit" defined in

appellant's claim7 on appeal .

In accordance with the foregoing, the examner's
rejection of clainms 1, 2, 7 and 8 under 35 U S.C. 8§ 102(b) based

on Smth will not be sustai ned.

As for the rejection of clainms 3 through 6 and 9
t hrough 16 under 35 U.S.C. 8 103 as being unpatentable over Smth
in view of Cark, Isaac and Fuller, we have carefully reviewed

the teachings of Cark, Isaac and Fuller, however, we find
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not hi ng therein which can be said to provide for the deficiencies
of the primary reference to Smth as noted above in our

di scussion of the examner's rejection of clains 1, 2, 7 and 8.
That is, even if the Smth patent were nodified in the manner
urged by the exam ner on pages 4-5 of the exam ner's answer (a)
to include a dropout feature with a built-in washer and raised
lips, (b) to nake the fork of "high strength material,"” and (c)
to have a threaded fastener affixed to the steer tube for
fastening a fender, the result would not be the subject matter as
defined in appellant's clains 1 through 6 and 7 through 16 on

appeal .

Accordingly, the examner's rejection of these clains under

35 US.C § 103 will not be sustained.

Turning to the examner's rejection of clains 1
through 6 under 35 U.S.C. § 103 based on Smth in view of
Ceorgiev, Multon, Cdark and Isaac, and that of clains 7
t hrough 16 and 18 based on Smth in view of Ceorgiev, Multon,
Clark and Isaac as applied to clains 1-6 above, and further in

vi ew of Schwi nn, we do not share the examner's view that it

10
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woul d have been obvi ous, absent any reasonabl e suggestion or
incentive recognized in the art, to nerely provide the bicycle
of Smth with wheels of different sizes and, nore particularly,
to provide the bicycle of Smth with 20 i nch wheels. This
determ nation stenms fromour earlier determnation that Smth
fails to teach or suggest the structural limtation of
appellant's claim 1l concerning converting "a long fork to a
twenty inch fork™ and thereby providing the illusion of a | onger
and | ower, lowrider |ook, while maintaining the sane standard
safe ground cl earance of the frane and the pedals as existed
before the specially bent fork was added thereto. None of the
additionally applied references addresses or suggests such a
conversion either. W also again nention the other above-noted

short com ngs
of Smth with regard to the lack of "tubular furcations" and
"struts" therein, which deficiencies have not been addressed by

t he exam ner.

As for the examner's proposal to alter the sinple

shock absorbing front end of the bicycle in Smith to be a

11
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"springer fork" arrangenent of the type seen in Schw nn, we share
appellant's view (brief, page 32) that such a total
reconstruction of the front fork assenbly and steer post of

Smth, along with the other nodifications proposed by the

exam ner in her rejection, is based on the hindsight benefit

provi ded by appellant's own application disclosure and not on any
t eachi ng, suggestion or incentive provided by the references

t henmsel ves. Thus, we will not sustain the examner's rejection of
clains 1 through 6 under 35 U.S.C. 8 103 based on Smth in view
of CGeorgiev, Multon, Cark and |Isaac, or that of clainms 7

t hrough 16 and 18 under 35 U S.C. 8 103 based on Smth in view

of CGeorgiev, Multon, Cark and |Isaac as applied to clains 1-6

above, and further in view of Schw nn.

I n accordance with our authority under 37 CFR
8§ 1.196 (b), we enter the followng new rejection of clainms 7

and 8 under 35 U. S.C. 88 102(b)/1083.
Clains 7 and 8 are rejected under 35 U S.C. 88 102(b)/ 103 as
being anticipated by Schwinn, or in the alternative as being

obvi ous over Schw nn when considered in |ight of appellant's

12
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di scl osure (pages 3-4) of the "comon practice" involved in

converting a springer fork to a low rider fork

The only arguabl e difference between the springer fork
kit for a bicycle seen in Schwinn (e.g., Figures 2 through 7) and
that defined in appellant's clains 7 and 8 on appeal is the
recitation that the kit is a "lowrider"” kit. Fromappellant's
di scl osure and the | anguage of independent claim7, we understand
this limtation to require that the bicycle be provided with a
| onger and | ower | ook, and that this appearance be the result of
said lower linbs of the front fork furcations "having a bend that
extends said furcations in a forward direction.”™ In our opinion,
the depiction of the bicycle in Figures 5 and 7 of Schwi nn neets
the broadly recited requirenments of a "lowrider." That is, the
bi cycle seen in these figures has a | onger and | ower | ook, and
that appearance is at least in-part the result of said front fork
furcations having a bend in the |ower half of said furcations
t hat extends said furcations in a forward direction. Thus, we
consider that the fork of the Schwi nn patent (e.g., Fig. 7)
anticipates the broadly defined "springer fork low rider kit" of

appellant's clains 7 and 8 on appeal .

13
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Moreover, even if it were to be determ ned that the
springer fork arrangenent of Schwi nn is not anticipatory of the
"low rider" kit set forth in appellant's clains 7 and 8 on
appeal, we consider that based on the added disclosure in
appel l ant's specification concerning the "comon practice" in the
art involved in converting a springer fork to a low rider fork
it would have been obvious to one of ordinary skill in the art at
the tinme of appellant's invention to nodify the springer fork
seen in the Schwi nn patent to be a "lowrider" style fork by
additionally bending the | ower furcations of the Schw nn front
fork at the location of the already existing bend in the | ower
hal f of the furcations thereof. W recognize that appell ant
woul d consider this nodification of the springer fork of Schw nn
to be "unsafe" due to the fact that the front fork m ght be
weakened by the heating needed to achi eve the bendi ng, but we
note that, in our opinion, such a nodified springer fork would
nonet hel ess be a "low rider"” springer fork as broadly recited in
appellant's clains 7 and 8. In this regard, we further note that

clains 7 and 8 do not specify a degree of bending, or the anount

14
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by which the bend extends the furcations in the forward
direction. Thus, even a relatively small anpunt of bend that

gi ves the bicycle of Schwi nn a "longer and | ower | ook" woul d
appear to fall wthin the netes and bounds of the "low rider"” kit

as defined in these clainms on appeal.

We have consi dered appellant's argunents in the brief
and the reply brief as they nmay apply to the new grounds of
rej ection above, however, for the reasons advanced in those new
grounds of rejection we remain of the view that the clai ned
subject matter as set forth in clains 7 and 8 on appeal is
antici pated by Schw nn, or would have been obvious to the person
of ordinary skill in the art based on Schwi nn and the applied

acknow edged prior art teachings.

In summary, the decisions of the exam ner rejecting
clains 1, 2, 7 and 8 under 35 U. S.C. 8 102(b) based on Smth and
rejecting clains 1 through 16 and 18 under 35 U.S.C. § 103
relying on Smth as the primary reference are reversed. However,

as provided for in 37 CFR §8 1.196(b), a new rejection of appealed

15
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claims 7 and 8 under 35 U.S.C. 88 102(b)/103 has been entered by

this panel of the Board.

16



Appeal No. 96-0324
Appl i cation 08/ 045, 747

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
of the decision (37 CFR 8§ 1.197). Should appellant el ect to have
further prosecution before the exam ner in response to the new
rejection under 37 CFR 8 1.196(b) by way of amendnent or show ng
of facts, or both, not previously of record, a shortened
statutory period for maki ng such response is hereby set to expire

two nonths fromthe date of this decision

No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR § 1.136(a).

REVERSED, 37 CFR 1.196(b)

BRUCE H STONER, JR )
Chi ef Adm nistrative Patent Judge )
)
) BOARD OF PATENT
KENNETH W HAI RSTON ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
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CHARLES E. FRANKFORT
Adm ni strative Patent Judge

LaRi viere, G ubnman & Payne
Two Harris Court

Suite A2

Mont erey, CA 93940
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APPENDED CLAI M5

1. An inprovenent in a bicycle fork having a steer
tube, a spring assenbly fixed to said steer tube, tubular fur-
cations fixed to said spring assenbly, said furcations having a
wal | thickness and having | ower |inbs, and struts extendi ng away
fromsaid spring assenbly, said inprovenent conprising:

said lower |linbs of said furcations having a bend that
extends said furcations in a forward direction and converts a
long fork to a twenty inch fork.

7. A springer fork lowrider kit for a bicycle having
a frame, handl ebars mounted to said franme, and having a front
wheel, said low rider kit conprising:

a springer fork nmounted to said handl ebars and fastened
to said front wheel, said fork having a steer tube, a spring
assenbly fixed to said steer tube, tubular furcations fixed to
said spring assenbly, said furcations having a wall thickness and
havi ng | ower |i nbs;

said lower linbs of said furcations having a bend that
extends said furcations in a forward direction.

18. A lowrider springer fork conprising:

a steer tube having an upper portion and a | ower
portion;

a spring assenbly including a yoke, a generally
L- shaped nenber having an openi ng through which passes the upper
portion of said steer tube, a helical spring captured between
sai d yoke and said L-shaped nenber, a flexible annular nenber, an
el ongated fastener extending longitudinally through said yoke,
said flexible annular nmenber and said helical spring for com
pressing said flexible nenber against said yoke;

a first furcation fastened to a first distal end of
sai d yoke;

-Al-
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a second furcation fastened to a second di stal end of

sai d yoke;

a first strut fastened to said first distal end of said
yoke;

a second strut fastened to said second distal end of
sai d yoke;

arigid attachnent nenber securing the |ower portion of
said steer tube to a md portion of said furcations;

the lower |inbs of said furcations having a bend that
extends said furcations in a forward direction, said bend having
a bendi ng radius of substantially six inches, said bend nmaki ng an
angl e between said furcations and said steer tube in the range of
bet ween seventy and eighty degrees, the distal end of said struts
generally coinciding wwth the distal end of said furcations.

“A2-



